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The Congress shall have power…g p
To promote the Progress of Science and useful 
Arts, by securing for limited Times to Authors , y g
and Inventors the exclusive Right to their 
respective Writings and Discoveriesp g

The United States Constitution Article 1 Section 8 Clause 8The United States Constitution, Article 1, Section 8, Clause 8



Innovation defines the United StatesInnovation defines the United States

Patents are vital to economic growth

The patent process translates technology

Patent and Trademark Office (PTO) facilitatesPatent and Trademark Office (PTO) facilitates
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Funding
$741 ll   f l  1992 2004 d d◦ $741 million in fiscal years 1992-2004 diverted

Poor Examination QualityPoor Examination Quality
◦ Erroneous Allowances  
◦ Erroneous Rejectionsj

Increasing Backlog
◦ 700,000+ applications not initially examined
◦ 1.2 million pending applications

35 th   d◦ 35 months average pendency



Deferred ExaminationDeferred ExaminationDeferred ExaminationDeferred Examination



Deferred Examination:
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1. Patent applications would not be examined pp
until explicitly requested by the applicant

2. There is a three year period of time that 
the applicant can request for examinationpp q

3 If no request is submitted at the end of 3. If no request is submitted at the end of 
three years, the application will be 
abandoned



  Examination Rate at National Patent Offices 
ps
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Average Number of Claims in Applications Filed on Year and at Patent Office Shown

Katznelson, Ron. “Examination‐On‐Request‐A Deferred Examination Proposal for the U.S. Patent Office.” 
Comments Submitted to the USPTO. May 29, 2009. Appendix, pp. 9.



Applicant Costs SavedApplicant Costs Saved

Search Fee* $540Search Fee*   $540

Examination Fee*   $220

Average Excess Claim Fees† $440

Total potential deferred $1200

*Large EntityLarge Entity

† Katznelson, Ron. “Examination‐On‐Request‐A Deferred Examination Proposal for the U.S. Patent Office.” 
Comments Submitted to the USPTO. May 29, 2009. 



“One size fits all” examination practice is One-size-fits-all  examination practice is 
no longer effective

Pharmaceuticals/Biotechnology benefits 
f  l  d l  from longer development time

Better applications



Policy DetailsPolicy DetailsPolicy DetailsPolicy Details
 The applicant is allowed up to three years to request for 

examination, after which, the application will be abandoned if no pp
requests have been made.

 The applicant will pay the search, examination, and claim fees upon 
requesting the examination  requesting the examination. 

 There will be a no changes in patent term adjustment.

 This program will be separately implemented from the 2010 
proposed three-track process. 

 Applications subject to deferral must be published within 18 months 
of filing.

 Third parties who, can anonymously, request examination must pay 
the associated fees.



Deferred ExaminationDeferred Examination

Streamline the PTOGive the applicants control
(Costs saved and flexibility)

Reduce Backlog in PTOEncourage innovation

Patents granted faster

Stimulate economy



Questions?Questions?

cwong1677@gmail.com 
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